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Opinion by Elgin, Administrative Trademark Judge:

Applicant Bank of America Corporation seeks registration on the Principal
Register of the standard-character mark MERCURY for services in International

Class 36 ultimately identified as follows:!

1 Serial No. 98103319 was filed on July 26, 2023 under Trademark Act Section 1(a), 15 U.S.C.
§ 1051(a), based on Applicant’s claimed first use of the mark and first use of the mark in
commerce at least as early as November 11, 2011. We note that, although Applicant, in its
brief, asserts use earlier than the filing and dates of first use in the cited registrations,
priority of use is not relevant in an ex parte appeal. In re Calgon Corp., 435 F.2d 596,
598 (CCPA 1971) (“As the board correctly pointed out, ‘the question of priority of use is not
germane to applicant’s right to register’ in this ex parte proceeding”) (citation omitted).
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Providing financial information by electronic means;
providing financial information by means of the Internet;
financial market information services, namely, compiling
and providing financial information regarding securities
for financial purposes; automated securities trade
execution services; providing online information about
securities exchange price quotations; commodities
exchange services; foreign exchange information services;
foreign exchange transactions; financial research;
brokerage services in the field of financial assets,
securities, and commodities investing; providing financial
services with respect to securities and other financial
Instruments and products, namely, money management
services; debt settlement services; financial services,
namely, equity settlement services; financial custody
services, namely, maintaining possession of financial
assets for others for financial management purposes;
transfer services, namely, currency, electronic funds, and
money transfer; financial services, namely, investment
securities transfer services; automated financial clearing
houses; providing financial information, namely, providing
information on financial applications and data analytics
and trading tools; all of the foregoing provided to
Institutional investors with none of the foregoing for credit
card services, issuance of credit cards, credit card accounts,
an incentive awards program related to usage of credit card
accounts or awarding purchase points for credit card use.

The Trademark Examining Attorney refused registration under Trademark Act
Section 2(d), 15 U.S.C. § 1052(d), on the ground that Applicant’s mark, when used in
connection with the identified services, so resembles the registered marks below (both
owned by Mercury Financial LLC) that it is likely to cause confusion, to cause
mistake, or to deceive:

MERCURY (standard characters) for “Issuance of credit

cards; all of the foregoing excluding credit card processing
or other services rendered to merchants”

2 Registration No. 6263572 issued on the Principal Register on February 9, 2021.

- 9.
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‘

KTI ercury

(composite) for “Promoting the sale of
credit card accounts through the administration of
incentive award programs; Promoting the sale of goods and
services of others by awarding purchase points for credit
card use” in International Class 35; and “Credit card
authorization services; Credit card payment processing
services; Credit card transaction processing services;
Issuing of credit cards; all of the aforementioned services
not constituting merchant services rendered to retailers of
flowers, plants and gifts” in International Class 36.3

The Examining Attorney denied Applicant’s request for reconsideration after the
refusal was made final. Applicant appealed. Applicant and the Examining Attorney
filed briefs.4

For the reasons set forth below, we affirm the refusal to register.

I. Applicant’s Reply Brief Not Considered

Before proceeding to the merits of the refusal, we address a briefing matter.
Applicant’s reply brief is twelve single-spaced pages.5 This exceeds both the ten-page
limit of Trademark Rule 2.142(b)(2), 37 C.F.R. § 2.142(b)(2), and violates the spacing

requirement of Trademark Rule 2.126(b)(1), 37 C.F.R. § 2.126(b)(1). If properly

3 Registration No. 6873587 issued on the Principal Register on January 29, 2022. The mark
1s described as consisting of “the term ‘MERCURY’, with a geometric shape to the lower-left
side of the ‘M’ and a geometric shape to the upper-right side of the ‘E’, with the shapes
creating the appearance of a partial circle around the ‘M’ and ‘E’.” No color claim is of record.

4 Applicant’s brief and reply brief are at 6 TTABVUE and 9 TTABVUE. The Examining
Attorney’s brief is at 8 TTABVUE. We address Applicant’s reply brief below in Section I.
Citations to the prosecution record refer to the USPTO Trademark Status and Document
Retrieval system (TSDR) in the downloadable .pdf format by page number. References to the
briefs on appeal refer to the Board’s TTABVUE docket system. In re Integra Biosciences Corp.,
No. 87484450, 2022 TTAB LEXIS 17, at *6.

59 TTABVUE.
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spaced, the reply brief would be approximately twenty-four pages. Applicant did not
request leave of the Board to file a brief that exceeds the page limit.

“If an applicant files ... a reply brief that exceeds the ten-page limit without prior
leave of the Board, the brief will not be considered.” TRADEMARK TRIAL AND APPEAL
BOARD MANUAL OF PROCEDURE (TBMP) § 1203.01 (June 2026). We therefore decline
to consider Applicant’s reply brief. In re Thomas, No. 78334625, 2006 TTAB LEXIS

135, at *4 (not considering applicant’s 29-page brief).

II. Likelihood of Confusion Analysis

Section 2(d) of the Trademark Act prohibits registration of a mark that so
resembles a registered mark as to be likely, when used on or in connection with the
goods or services of the applicant, to cause confusion, mistake, or deception. 15 U.S.C.
§ 1052(d); see also In re Charger Ventures LLC, 64 F.4th 1375, 1379 (Fed. Cir. 2023).
Our determination under Section 2(d) is based on an analysis of all probative evidence
of record bearing on a likelihood of confusion. In re E. I. DuPont de Nemours & Co.,
476 F.2d 1357, 1361 (CCPA 1973) (“DuPont”); see also In re Majestic Distilling Co.,
315 F.3d 1311, 1315 (Fed. Cir. 2003).

In any likelihood of confusion analysis, different DuPont factors may play a
dominant role, and some factors may not be relevant. Naterra Int’l, Inc. v. Bensalem,
92 F.4th 1113, 1116 (Fed. Cir. 2024) (citing Tiger Lily Ventures Ltd. v. Barclays Cap.
Inc., 35 F.4th 1352, 1362 (Fed. Cir. 2022)). In addition, varying weight may be
assigned to each factor depending on the evidence presented, and “any one of the

factors may control a particular case.” Id.; see also Charger Ventures, 64 F.4th at 1381.
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Although we consider each DuPont factor for which there is evidence and
argument, In re Guild Mortg. Co., 912 F.3d 1376, 1379 (Fed. Cir. 2019), two key
considerations are the similarities between the marks and the similarities between
the goods or services. In re i.am.symbolic, llc, 866 F.3d 1315, 1322 (Fed. Cir.
2017) (citing Herbko Int’l, Inc. v. Kappa Books, Inc., 308 F.3d 1156, 1164-65 (Fed. Cir.
2002)). In cases where we find some factor or factors relatively more important, we
weigh or balance them more heavily in the final step of assessing the factors to
determine whether confusion is likely.

Here, the Examining Attorney and Applicant addressed the first, second, third,

fourth, and sixth DuPont factors, and we analyze them in that order.¢

A. The Marks

We start by comparing the marks. Under the first DuPont factor, “we consider the
‘similarity or dissimilarity of the marks in their entireties as to appearance, sound,
connotation and commercial impression.” In re Ye Mystic Krewe of Gasparilla,
No. 90522364, 2025 TTAB LEXIS 412, at *9 (quoting DuPont, 476 F.2d at 1361).

Applicant’s mark MERCURY (standard characters) is identical to the cited mark
MERCURY (standard characters). The term MERCURY is the dominant portion of

the cited composite mark; the stylization and design elements in the composite mark

6 We do not interpret Applicant’s argument, in its conclusion, that its mark “has been in use
since 2011,” 6 TTABVUE 9, as addressing the seventh or eighth DuPont factors regarding
lack of actual confusion. In any event, a lack of evidence of actual confusion carries little
weight in an ex parte case, where the owner of the cited registration is not a party. Majestic
Distilling, 315 F.3d at 1317 (the lack of evidence of actual confusion carries little weight in
ex parte case).
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are minimal. See In re Viterra, 671 F.3d 1358, 1362 (Fed. Cir. 2012) (“In the case of a
composite mark containing both words and a design, ‘the verbal portion of the mark
is the one most likely to indicate the origin of the goods [or services] to which it is
affixed.”), quoting CBS Inc. v. Morrow, 708 F.2d 1579, 1581-82 (Fed. Cir. 1983).
Accordingly, Applicant’s mark is identical and nearly identical to the cited marks.
Indeed, Applicant acknowledges that “the marks are identical....”” The first DuPont

factor favors a finding of likelihood of confusion.

B. The Services

The second DuPont factor “considers the similarity or dissimilarity and nature of
the [services] as described in the involved application and cited registration ... and
contemplates whether the consuming public may perceive the respective [services] as
related enough to cause confusion about their source or origin.” In re Samsung
Display Co., No. 90502617, 2024 TTAB LEXIS 258, at *6 (cleaned up; citations
omitted). It is sufficient for a finding of likelihood of confusion if relatedness is
established for any item encompassed by the identification of services within a
particular class in the application or registration. See Tuxedo Monopoly, Inc. v. Gen.
Mills Fun Grp., 648 F.2d 1335, 1336 (CCPA 1981).

We keep in mind that where, as here, Applicant’s mark and the cited marks are
1dentical and nearly identical, the relationship between the services need not be as

close to support a finding of likelihood of confusion as would be required if there were

76 TTABVUE 9, 10-11.
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meaningful differences between the marks. In re Shell Oil Co., 992 F.2d 1204, 1207
(Fed. Cir. 1993) (“[E]ven when goods or services are not competitive or intrinsically
related, the use of identical marks can lead to the assumption that there is a common
source”); Samsung, 2024 TTAB LEXIS 258, at *7 (“Where identical marks are
involved, as is the case here, the degree of similarity between the goods [or services]
required to support a finding of likelihood of confusion declines”) (citation omitted).
Applicant argues that likelihood of confusion is “remote” when the trademark
owners and services are not in competition with each other.8 Under applicable Board
precedent, it is not necessary that the goods and services be identical or even
competitive in nature to support a finding of likelihood of confusion. The services need
only be “related in some manner or if the circumstances surrounding their marketing
are such that they could give rise to the mistaken belief that they emanate from the
same source.” Shenzhen IVPS Tech. Co. v. Fancy Pants Prods., LLC, No. 91263919,
2022 TTAB LEXIS 383, at *62 (citing Coach Seruvs. Inc. v. Triumph Learning, LLC,
668 F.3d 1356, 1369 (Fed. Cir. 2012)). Evidence of relatedness may include
advertisements showing that the relevant services are “advertised together or sold by
the same manufacturer or dealer; or copies of use-based registrations of the same
mark for both the applicant’s services and the goods listed in the cited registration.”

In re Country Oven, Inc., No. 87354443, 2019 TTAB LEXIS 381, at *5.

8 Id. at 11. Applicant cites, inter alia, to Progressive Distrib. Seruvs., Inc. v. United Parcel
Serus., Inc., 856 F.3d 416 (6th Cir. 2017), but this case is not binding on the Board.
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We “begin with the identifications of ... services in the registration[s] and
application under consideration.” In re OSF Healthcare Sys., No. 88706809, 2023
TTAB LEXIS 353, at *9-10 (cleaned up; citation omitted). The services identified in
Registration No. 6263572 (MERCURY in standard characters) are: “Issuance of credit

cards; all of the foregoing excluding credit card processing or other services rendered

1
Knercury

to merchants.” The services in Registration No. 6873587 ( ) include
“Credit card authorization services; Credit card payment processing services; Credit
card transaction processing services; Issuing of credit cards; all of the aforementioned
services not constituting merchant services rendered to retailers of flowers, plants
and gifts” and “Promoting the sale of credit card accounts through the administration
of incentive award programs; Promoting the sale of goods and services of others by
awarding purchase points for credit card use.”

The Examining Attorney argues that the credit card and credit card loyalty
program services in the cited registrations are related to Applicant’s various financial
services.? In particular, we focus on the following services in the subject application:

e Providing financial information by electronic means;
providing financial information by means of the Internet;
financial market information services, namely, compiling and
providing financial information regarding securities for

financial purposes;

e Brokerage services in the field of financial assets, securities,
and commodities investing;

e Debt settlement services;

98 TTABVUE 6.
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e Transfer services, namely, currency, electronic funds, and
money transfer; and

e Automated financial clearing houses [ACH].10

The Examining Attorney points to evidence of third-party use-based registrations
and three other registrations owned by Applicant to prove the relationship between

these services, summarized below:!1

Mark Services relevant to subject Services relevant to cited

Reg. No. application registrations

MERRILL!2 Various financial research, Various credit card payment

Reg. No. 6054190 | information, planning, processing and authorization
analysis, advice, management; | services; issuing of credit
investment brokerage and cards; providing cash and
management; trading of other rebates for credit card
securities, shares, foreign use as part of a customer
exchange, commodities, loyalty program

options and other derivative
products for others; financial
information and consultancy
services, namely, trading of
foreign exchange; providing
electronic processing of
electronic funds transfer, ACH,
electronic check and electronic
payments

10 We take judicial notice that the “automated clearinghouse (ACH) system is a nationwide
network through which depository institutions send each other batches of electronic credit
and debit transfers. The direct deposit of payroll, social security benefits, and tax refunds are
typical examples of ACH credit transfers. The direct debiting of mortgages and utility bills
are typical examples of ACH debit transfers.” “Automated Clearinghouse
Services” (www.federalreserve.gov/paymentsystems/fedach_about.htm, accessed July 17,
2026). See In re Nieves & Nieves LLC, No. 85179263, 2015 TTAB LEXIS 12, at *7 (taking
judicial notice of U.S. government online publications).

11 April 22, 2025 Final Office Action at TSDR 11-19, 22-35. We have excluded Reg. No.
6675111 (KBRA ALTMAN) from this list because it expressly excludes “credit card payment
and transaction processing services, ... issuance of credit cards, and credit card authorization
services.” Id. at TSDR 20-21.

12 This registration is owned by Applicant.
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Mark
Reg. No.

Services relevant to subject
application

Services relevant to cited
registrations

HOME OF THE
HUMAN
INTEREST
RATE.

Reg. No. 6252551

IPEAKOIN
Reg. No. 7404965

YOUR
POSSIBILITIES
DELIVERED.
Reg. No. 6037796

Debt settlement services

Information, advisory,
consultancy and financial
research services relating to
finance and investments;
Providing financial
information via a web site;
Currency trading; Financial
services, namely, providing for
the exchange of foreign
currency, commodities,
financial derivatives, interest
rate products, and equities via
the internet and intranet
systems; Information,
advisory, consultancy and
financial research services
relating to finance and
investments; Providing
financial information via a web
site

Providing financial portfolio
management services for
growth potential for use by
credit unions and other
financial institutions; Debt
settlement services for credit
card accounts; providing
electronic processing of
electronic funds transfer, ACH,
credit card, debit card,
electronic check and electronic
payments

-10 -

Various credit card payment
processing and authorization
services; issuing of credit
cards

Various credit card payment
processing and authorization
services; issuing of credit
cards

Various credit card payment
processing and authorization
services
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Mark
Reg. No.

Services relevant to subject
application

Services relevant to cited
registrations

ALL CAPITAL
Reg. No. 7763183

DCB DESERT
COMMUNITY
BANK A
DIVISION OF
FLAGSTAR
BANK

Reg. No. 6760755

Full range banking and
financial services, namely,
investment banking; various
investment brokerage and
broker/dealer services; various
financial planning and
Investment advisory services;
various financial and
Investment advisory services;
Annuity underwriting and
financial administration in the
field of group annuities;
various services related to
pension fund and retirement
plan administration
management; investment
banking services; Various
financial information, analysis,
planning, and management
services; foreign exchange
transactions; financial
information and consultancy
services provided online from a
computer database or global
computer network

Banking and financing

services; Debt settlement
services

211 -

Various credit card payment
processing and authorization
services; issuing of credit
cards; providing cash and
other rebates for credit card
use as part of a customer
loyalty program

Various credit card payment
processing and authorization
services; issuing of credit
cards
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Mark Services relevant to subject Services relevant to cited
Reg. No. application registrations

MERRILL Various financial and Various credit card payment
LYNCH Investment research, processing and authorization

Reg. No. 5837719

THE POWER TO
DO4
Reg. No. 6115912

information, advice, planning,
management services; trading
of securities, brokerage of
shares, foreign exchange
transactions, commodity
brokerage and exchange,
trading of securities options
and other derivative products
for others; financial
information and consultancy
services provided online from a
computer database or global
computer network

Banking and financing
services; Various financial and
Investment research,
information, advice, planning,
management services;
financial services, namely,
wealth management services,
management and brokerage in
the fields of stocks, bonds,
options, commodities, futures
and other securities, and the
investment of funds of others;
providing information in the
field of finances, investments
and wealth management

13 This registration is owned by Applicant.

14 This registration is owned by Applicant.

-12 -

services; issuing of credit
cards; providing cash and
other rebates for credit card
use as part of a customer
loyalty program

Credit card transaction
processing services; issuing
of credit cards
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Mark Services relevant to subject Services relevant to cited
Reg. No. application registrations
PRIVATELY Banking services; debt Issuing of credit cards, credit
OWNED settlement services; real estate = card payment and
LOCALLY settlement services; transaction processing
INVESTED investment services in the services

Reg. No. 6630124

CHARGACARD
Reg. No. 5581285

FLAGSTAR
BANK
Reg. No. 5886358

nature of securities and
mutual funds

Various financial analysis,
planning, consulting, and
research services; debt
resolution services in the
nature of debt settlement and
elimination; Providing
electronic processing of ACH
and credit card transactions
and electronic payments

Banking and financing
services; Debt settlement
services; financial advisory
services

Various credit card payment
processing and authorization
services; issuing of credit
cards; Providing cash and
other rebates for credit card
use as part of a customer
loyalty program

Credit card services, namely,
credit card 1ssuance services,
credit card authorization
services, credit card factoring
services, credit card
transaction payment
processing and merchant
banking services

That Applicant offers investment/financial services and credit card services under

common marks is strong evidence that Applicant’s and Registrant’s services are

related. In addition, use-based third-party registrations that identify services from

both the cited registration(s) and an applicant’s application are relevant to show that

the services are of a type that may emanate from a common source under a single

mark. Country Oven, 2019 TTAB LEXIS 381, at *5; see also, e.g., DeVivo v. Ortiz, No.

91242863, 2020 TTAB LEXIS 15, at *37 (“While not evidence of use of the marks

-183 -
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therein, third-party registrations may serve to suggest that the parties’ goods ... are
of a type which may emanate from a single source.”).

In addition, the Examining Attorney made of record proof of use by third parties,
under the same mark, of the credit card and loyalty services identified in the cited
registrations and various financial services identified in the subject application (such
as 1nvestment/brokerage, financial information, foreign currency, and ACH
services).!®> These include:

o ASSOCIATED BANK - investment services for institutional investors and
credit cards;!6

« BANK OF AMERICA - credit cards and investment services,!? institutional
investing and information services;8

e BREX - credit cards, ACH, and financial information services;!?

e CAPITAL ONE - credit cards, rewards program, and investment services,20
financial information and ACH services;2!

15 Tt appears that some investment services for J.P. Morgan Chase are provided under J.P.
MORGAN marks, which we have not included here. See, e.g., April 22, 2025 Final Office
Action at TSDR 152-64.

16 August 21, 2025 Denial of Request for Reconsideration at TSDR 26-37.
17 January 5, 2024 Office Action at TSDR 49-55.

18 August 21, 2025 Denial of Request for Reconsideration at TSDR 91-119, 130-33. The
investment services provided by Applicant (Bank of America) are provided under several
marks, including BANK OF AMERICA, BOFA, and MERRILL.

19 April 22, 2025 Final Office Action at TSDR 92-147.
20 Id. at TSDR 64-91.
21 Id. at TSDR 297-305.

-14 -
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« CHARLES SCHWAB - credit cards, also showing “brokerage services,”22
investment, money transfer, and automated financial clearinghouse (ACH)
services,23 investment information for institutional investors;24

e CHASE - credit cards and rewards program,?> foreign currency, ACH,
investment banking, and debt settlement services;26

e CITI - credit cards, rewards program, and investing services,2? securities and
foreign currency services;28

e FIDELITY - investing services for institutional investors and credit cards;2°

e FIFTH THIRD - credit cards, rewards program services, investment services,
financial information services, debt consolidation services, and foreign
currency services,30 investment management services for institutional
1nvestors and credit cards;3!?

o FIRST HAWAIIAN - credit cards, rewards program, and investing services,32
Investment services, money transfer, foreign exchange, and ACH services,33
1nstitutional investment services;34

e JP MORGAN - institutional investment services and corporate credit cards;3>

e PNC - institutional investment services and credit cards;36

22 January 5, 2024 Office Action at TSDR 41-48.

23 April 22, 2025 Final Office Action at TSDR 254-82.

24 August 21, 2025 Denial of Request for Reconsideration at TSDR 120-29.
25 August 16, 2024 Office Action at TSDR 18-26.

26 April 22, 2025 Final Office Action at TSDR 148-51, 166-80.

27 August 16, 2024 Office Action at TSDR 53-76.

28 April 22, 2025 Final Office Action at TSDR 209-23.

29 August 21, 2025 Denial of Request for Reconsideration at TSDR 6-15.

30 April 22, 2025 Final Office Action at TSDR 36-63, 283-94.

31 August 21, 2025 Denial of Request for Reconsideration at TSDR 16-25.
32 August 16, 2024 Office Action at TSDR 27-52.

33 April 22, 2025 Final Office Action at TSDR 181-207.

34 August 21, 2025 Denial of Request for Reconsideration at TSDR 134-38.
3 Id. at TSDR 38-50.

36 Id. at TSDR 73-90.

-15 -
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e TD - credit card and investing services,3” credit card, money transfer, and
foreign exchange services,3® institutional investment services (TD

WEALTH);3°
« UBS — institutional investment services and credit cards;4° and
« US BANK - institutional investment services and credit cards.4!

Evidence of use of the services under a common mark supports a finding that the
services are related. See e.g., In re Davey Prods. Pty, No. 77029776, 2009 TTAB LEXIS
524, at *15 (two third-party webpages showing that the involved goods were offered
under the same house marks supported a finding of relatedness); Wet Seal, Inc. v. FD
Mgmt., Inc., No. 91157022, 2007 TTAB LEXIS 21, at *35-36 (evidence of three
companies, CALVIN KLEIN, CHANEL and BCBG, selling both clothing and
fragrances under their house marks supported a finding that clothing and fragrances
are related).

We conclude, based on the evidence of record, that the credit card and credit card
loyalty services identified in the cited registrations are related to (at least) Applicant’s
investing/brokerage, ACH, financial information, foreign currency, and debt
settlement services. See Tuxedo Monopoly, 648 F.2d at 1336 (likelihood of confusion
may be found if relatedness is established for any item encompassed by the

1dentification of services).

37 January 5, 2024 Office Action at TSDR 32-40.

38 April 22, 2025 Final Office Action at TSDR 230-53.

39 August 21, 2025 Denial of Request for Reconsideration at TSDR 139-42.
40 Id. at TSDR 143-55.

41 Id. at TSDR 51-57, 61-72.

-16 -
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Applicant does not dispute the Examining Attorney’s evidence. Instead, after
receiving the Trademark Examining Attorney’s Section 2(d) refusal based on the cited
registrations, Applicant amended its identification of services to add: “;with none of
the foregoing for credit card services, issuance of credit cards, credit card accounts,
an incentive awards program related to usage of credit card accounts or awarding
purchase points for credit card use.” Applicant argues that this language constitutes
an express limitation to Applicant’s services and, as so limited, the services are
dissimilar and unrelated to the credit card services identified in the cited
registrations.42

The express exclusion of services related to credit cards and incentive award
programs does not obviate likelihood of confusion.43 The question is not whether the
services overlap or differ, but whether they are related such that the public will be
confused as to their source. See Recot Inc. v. M.C. Becton, 214 F.3d 1322, 1329 (Fed.
Cir. 2000) (“[E]ven if the [services] in question are different from, and thus not related
to, one another in kind, the same [services] can be related in the mind of the

consuming public as to the origin of the [services].”). The evidence discussed above

42 We address Applicant’s channel of trade limitation to “institutional investors” below, under
the third DuPont factor.

43 Trademark Rule 2.71(a), 37 C.F.R. § 2.71(a), restricts amendments to the identification of
goods or services as follows: “The applicant may amend the application to clarify or limit, but
not to broaden, the identification of goods and/or services....” See Fender Musical Instruments
Corp. v. Win-D-Fender, LLC, No. 91272326, 2022 TTAB LEXIS 482, at *5 (discussing Rule).
An applicant may not amend an identification of services to add exclusionary language that
falls outside the scope of the original identification. See TRADEMARK MANUAL OF EXAMINING
PROCEDURE (TMEP) § 1402.06(a) (May 2026). Applicant has not explained how the excluded
services fall within the original identification; in fact, Applicant has maintained that they do
not. Nonetheless, we assume, arguendo, the amendment is proper for purposes of our
analysis.

217 -
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supports that consumers are likely to believe that Applicant’s and Registrant’s
services are a type that emanate from a common source. Moreover, the exclusion does
not affect consumer perception, because consumers are not aware of descriptions of
services. See In re Morinaga Nyugyo K. K., No. 86338392, 2016 TTAB LEXIS 448, at
*23 (“[t]he purchasing public is not aware of registrations reposing in the Patent [and
Trademark] Office”) (citing Smith Bros. Mfg. Co. v. Stone Mfg. Co., 476 F.2d 1004,
1005 (CCPA 1973)).

We find that the second DuPont factor favors a finding of likelihood of confusion.

C. The Channels of Trade

The third DuPont factor concerns the “similarity or dissimilarity of established,
likely-to-continue trade channels.” Samsung, 2024 TTAB LEXIS 258, at *17 (quoting
DuPont, 476 F.2d at 1361). The cited registrations do not contain any limitations on
the channels of trade, or classes of purchasers. As such, the services in the cited
registrations presumptively move in all normal trade channels and to consumers that
purchase such services. See Levi Strauss & Co. v. Abercrombie & Fitch Trading Co.,
719 F.3d 1367, 1373 (Fed. Cir. 2013).

As with the exclusion to the scope of services discussed above, after receiving the
Section 2(d) refusal, Applicant added the following limitation to the classes of
customers: “all of the foregoing provided to institutional investors.” Applicant argues

that this limitation “makes it clear that the nature of the services offered under the

- 18 -
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Applicant’s mark are complex and specialized, designed to manage large pools of
money on behalf of clients.”44
Applicant argues that channels of trade for the parties’ services differ because:

Applicant’s channels of trade for services offered to
institutional investors are direct trading platforms, broker-
dealers, electronic trading systems, and partnerships with
third party providers like asset managers. These trade
channels facilitate the trading of wvarious financial
products, from traditional securities and bonds to digital

assets, and often include integrated solutions for trading,
custody, and administration.45

This unsupported argument is no substitute for evidence. Gasparilla, 2025 TTAB
LEXIS 412, at *13-14 n.15 (citing Cai v. Diamond Hong, Inc., 901 F.3d 1367, 1371
(Fed. Cir. 2018)). But, when an identification such as “institutional investors” is
unclear, we may resort to extrinsic evidence to understand it, and we have done here.
In re Thor Tech, Inc., No. 78634024, 2009 TTAB LEXIS 253, at *12 n.10 (although
extrinsic evidence may not be used to limit or restrict the identified goods or services,
it 1s nonetheless proper to consider extrinsic evidence such as dictionary entries to
define the terminology used to describe the goods or services). Specifically, we take
judicial notice that “institutional investor” is defined on SEC.gov as, “an entity that
invests capital. Examples of institutional investors generally include banks, mutual
funds, hedge funds, pension funds, insurance companies, some investment advisers,

and university endowments.”46 In other words, Applicant’s customers are various

46 TTABVUE 13.
4 Id. at 14.

46 “Glossary” (www.sec.gov/resources-small-businesses/glossary#l, accessed July 17, 2026).
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types of for-profit and non-profit entities in the business of investing capital for
themselves and others.

The third-party evidence from Chase, Fifth Third Bank, Capital One, Brex, and
J.P. Morgan demonstrates that credit cards and credit loyalty programs also are
marketed to corporate and business customers.4? At least one third-party registration
discussed above is specifically directed to corporate credit cards;4® the rest are not
limited to any particular type of credit card, and thus would include both personal
and business accounts.49 Cf. Country Oven, 2019 TTAB LEXIS 381, at *10-11 (“Just
as we must consider the full scope of the goods and services as set forth in the
application and registration under consideration, we must consider the full scope of
the goods and services described in a third-party registration.”). The evidence
described above also shows that third parties — and Applicant itself — advertise
financial and investing services, including for institutional investors, on the same
websites as their individual and corporate credit card services, indicating that the
channels of trade overlap. In re Toshiba Med. Sys. Corp., No. 79046106, 2009 TTAB
LEXIS 447, at *20-21 (website evidence shows same or overlapping channels of
trade). Thus, the types of customers and channels of trade for the services recited in
the subject application and the cited registrations overlap.

We conclude that the third DuPont factor favors likelihood of confusion.

47 E.g. August 16, 2024 Office Action at TSDR 20 (Chase); April 22, 2025 Final Office Action
at TSDR 48-50 (Fifth Third Bank); 73 (Capital One); 93, 95, 111, 144 (Brex), 148, 150, 167
(Chase); August 21, 2025 Denial of Request for Reconsideration at TSDR 48-49 (J.P. Morgan).

48 April 22, 2025 Final Office Action at TSDR 17 (YOUR POSSIBILITIES DELIVERED.).

49 See supra chart accompanying note 11.
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D. Sophistication of Consumers

Applicant argues that consumers seeking credits cards are “sophisticated because
they will research the various credit card offerings to determine which ones offer:
1) award points; 2) highest spending limit; and 3) lowest annual fees,” while
Institutional investors “cannot be more sophisticated in that they manage large sums
of money on behalf of others and engage in large-scale transactions and investment
management.”™ Applicant offered no evidentiary support for this argument.
Gasparilla, 2025 TTAB LEXIS 412, at *13-14 n.15. Nonetheless, by their nature, we
can infer that Applicant’s institutional investor customers exercise greater than
ordinary care in seeking Applicant’s types of financial services.

But this does not ensure that Applicant’s consumers, who are sophisticated when
purchasing investment services, also will exercise greater than ordinary care and
avolid being confused upon encountering the credit card services (even those for
corporate clients) recited in cited registrations. There is no evidence on this point.
Rather, it is just as likely that such consumers, upon encountering credit card
services offered under identical marks, will think they are connected to Applicant’s
financial services but directed to a broader market.

We find the fourth DuPont factor to be neutral for lack of evidence.

50 6 TTABVUE 15-16.
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E. Weakness of the Cited Marks

We next turn to an analysis of the sixth DuPont factor, which “allows Applicant
to contract th[e] scope of protection by adducing evidence of ‘[t}he number and nature
of similar marks in use on similar goods [or services].” Made in Nature, LLC v.
Pharmavite LLC, No. 91223352, 2022 TTAB LEXIS 251, at *24 (quoting DuPont, 476
F.2d at 1361). A determination of the strength or weakness of the cited mark helps
inform us as to its scope of protection. See Morinaga, 2016 TTAB LEXIS 448, at *17-
18 (“[T]he strength of the cited mark is—as always—relevant to assessing the
likelihood of confusion under the du Pont framework.”).

When evaluating the strength or weakness of a mark, we look at the mark’s
inherent conceptual strength based on the nature of the term itself and its
commercial strength in the marketplace. See Spireon, Inc. v. Flex LTD, 71 F.4th 1355,
1362 (Fed. Cir. 2023) (“There are two prongs of analysis for a mark’s strength under
the sixth factor: conceptual strength and commercial strength.”); In re Chippendales
USA, Inc., 622 F.3d 1346, 1353-54 (Fed. Cir. 2010) (measuring both conceptual and
marketplace strength); Made in Nature, 2022 TTAB LEXIS 251, at *24 (discussing
strength).

Conceptual strength is a measure of the cited mark’s distinctiveness. A mark may
be placed “in categories of generally increasing distinctiveness: ... (1) generic;
(2) descriptive; (3) suggestive; (4) arbitrary; or (5) fanciful.” Two Pesos, Inc. v. Taco
Cabana, Inc., 505 U.S. 763, 768 (1992). The last three categories are considered

inherently distinctive.
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“Where, as here, [a] mark is registered [on the Principal Register] without a
Section 2(f) claim of acquired distinctiveness, the mark is presumed to be inherently
distinctive.” Brooklyn Brewery Corp. v. Brooklyn Brew Shop, LLC, 17 F.4th 129,
146 (Fed. Cir. 2021); see also Heil Co. v. Tripleye GmbH, No. 91277359, 2024 TTAB
LEXIS 494, at *48-49 (where a mark “is registered on the Principal Register, with no
claim of acquired distinctiveness under Section 2(f), we presume it is inherently
distinctive, 1.e., that it is at worst suggestive of the [services]”) (citing Trademark Act
Section 7(b), 15 U.S.C. § 1057(b)). This means that the cited marks, both of which
have MERCURY as their sole literal element, are presumptively entitled to at least
“the normal scope of protection to which inherently distinctive marks are entitled.”
Sage Therapeutics, Inc. v. Sageforth Psych. Servs., LLC, No. 91270181, 2024 TTAB
LEXIS 139, at *27 (quoting Bell’s Brewery, Inc. v. Innovation Brewing, No. 91215896,
2017 TTAB LEXIS 452, at *20).

Nonetheless, we may consider whether the cited mark, or a component thereof
(here, MERCURY), is conceptually weak. See, e.g., Cunningham v. Laser Golf Corp.,
222 F.3d 943, 947 (Fed. Cir. 2000) (a “descriptive component of a mark may be given
little weight in reaching a conclusion on likelihood of confusion.”) (quoting In re Nat’l
Data Corp., 753 F.2d 1056, 1058 (Fed. Cir. 1985)). The Examining Attorney made of
record a dictionary definition of MERCURY, from Roman Mythology, as “[a] god that

serves as messenger to other gods and was himself a god of commerce, travel, and
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thievery.”?> Thus, MERCURY has some suggestive significance in the field of
commerce (1.e., financial services).

Applicant does not discuss conceptual weakness per se, but does reference
“multiple active third-party registrations for marks that begin with the word
MERCURY for financial services” which were ordinally cited by the Examining
Attorney (but withdrawn), to show the marks may co-exist.52 “Third party
registrations are relevant to prove that some segment of the composite marks which
both contesting parties use has a normally understood and well-recognized
descriptive or suggestive meaning, leading to the conclusion that that segment is
relatively weak.” Juice Generation, Inc. v. GS Enters. LLC, 794 F.3d 1334, 1339 (Fed.
Cir. 2015) (citation omitted).

Even if “there is no evidence of actual use” of “third-party registrations,” such
registrations “may be given some weight to show the meaning of a mark in the same
way that dictionaries are used.” Tektronix, Inc. v. Daktronics, Inc., 534 F.2d 915, 917
(CCPA 1976), cited in Juice Generation, 794 F.3d at 1339. As the Examining Attorney
points out, however, two of the registrations (MERCURY CASH and MERCURY

GLOBAL FINANCIAL SOLUTIONS) are now cancelled for failure to file acceptable

51 April 22, 2025 Final Office Action at TSDR 313.

52 6 TTABVUE 15-16. Applicant also references cancelled third-party registrations for other
MERCURY formative marks that were not made of record. “[M]erely listing third-party
registrations does not make them of record.” In re ZeroSix, LLC, No. 88981832, 2023 TTAB
LEXIS 209, at *1; see also TBMP § 704.03(b)(1)(B) (“[A] party may not make a third-party
registration of record simply by introducing a list of third-party registrations that includes it

. or by referring to the registration in its brief or pleading.”). Nonetheless, cancelled
registrations are evidence of nothing but the fact that they once issued. See Made in Nature,
2022 TTAB LEXIS 228, at *31.
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declarations of continued use under Trademark Act Section 8, 15 U.S.C. § 1058, and
have little probative value.53
We summarize the remaining three live registrations by two owners, all of which

are use-based registrations, below:

e MERCURY CAPITAL ADVISORS and MERCURY CAPITAL
ADVISORS & design (Reg. Nos. 4774969 and 5121685) (CAPITAL
ADVISORS disclaimed) both owned by Mercury Capital Advisors
Group, LP, for “Financial services for institutional and sovereign
investors, namely, raising capital for others in the fields of private
equity, real estate, infrastructure, venture capital, distressed assets,
mezzanine capital, and secondary funds; financial advisory services
for institutional and sovereign investors, namely, advising others
regarding fund analysis and positioning” in International Class 36;54
and

¢ MERCURY FUND (Reg. No. 5165765) (FUND disclaimed) owned by
Mercury Partners, LLC for “Investment management; Venture
capital funding services to emerging and start-up companies”’ in
International Class 36.55

The Examining Attorney argues that the third-party registration evidence is
msufficient to establish weakness of the cited marks because they are few in number
and include additional wording, and in some cases design elements, that consumers
may use to distinguish between the marks.?¢ Indeed, these registrations have other

disclaimed wording. They also cover services in the broad financial sector —

53 8 TTABVUE 9-11 and n.2 (registrations for MERCURY CASH & design and MERCURY
GLOBAL FINANCIAL SOLUTIONS cancelled). See Harry Winston, Inc. v. Bruce Winston
Gem Corp., No. 91153147, 2014 TTAB LEXIS 284, at *11 n.19 (taking judicial notice of
changes in status of registrations properly made of record).

54 January 5, 2024 Office Action at TSDR 19-20, 29-30.
5 Id. at TSDR 21-22.
56 8 TTABVUE 10.
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investment and financial advisory services — but not specifically for the various credit
card services in the cited registrations. Thus, they offer little insight into the
weakness of the term MERCURY for the specific services in the cited registrations.
At most they confirm the dictionary definition above indicating that MERCURY has
slight conceptual significance in the broader financial and information services
sectors.?” See Apex Bank, 156 F.4th at 1236 (“We have held that the sixth DuPont
factor does not require identical goods—only similar ones.”); Omaha Steaks Int’l v.
Greater Omaha Packing Co., 908 F.3d 1315, 1325 (Fed. Cir. 2018) (it is error to rely
on third-party evidence of similar marks for dissimilar services, as Board must focus
“on [services] shown to be similar”); i.am.symbolic, 866 F.3d at 1328-29 (disregarding
third-party registrations for other types of goods where the proffering party had
neither proven nor explained that they were related to the goods in the cited
registration).

Applicant argues that the cited MERCURY marks lack “commercial strength,”
relying on the co-existence of the cited marks with the previously-cited
registrations.58 “The probative value of third-party trademarks depends entirely upon
their usage,” and registration evidence, standing alone, has very minimal probative
value. Palm Bay Imps., Inc. v. Veuve Clicquot Ponsardin Maison Fondee En 1772, 396
F.3d 1369, 1373 (Fed. Cir. 2005) (citation omitted); see also Morinaga, 2016 TTAB

LEXIS 448, at *22-23 (“But Applicant’s citation of third-party registrations as

57 As noted above, the cancelled registrations made of record and relied upon by Applicant
have little probative value, but to the extent relevant, support this finding.

5 6 TTABVUE 15-16.
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evidence of market weakness is unavailing because third-party registrations
standing alone, are not evidence that the registered marks are in use on a commercial
scale, let alone that consumers have become so accustomed to seeing them in the
marketplace that they have learned to distinguish among them by minor
differences.”).

Applicant also made of record “examples of use of the cited [third party] marks,”
three of which (MERCURY CAPITAL ADVISORS, MERCURY CASH, and
MERCURY GLOBAL FINANCIAL SOLUTIONS) are the specimens of use from the
application files for these registrations, and one (MERCURY FUND) that purports to
show current use.?® Although specimen evidence is not evidence that the marks are
1n use today, or that such specimens have been used to such an extent that they have
made an impression on the public, they can be supportive of some commercial
weakness of the term MERCURY. See Syndicat des Proprietaires Viticulteurs de
Chateauneuf-Du-Pape v. Pasquier DesVignes, No. 91179408, 2013 TTAB LEXIS 308,
at *44-45 (in connection with the sixth DuPont factor, the Board found specimens of
use submitted with evidence of two use-based third-party registrations were relevant
when considered with other uses in the record); ¢f. Allied Mills, Inc. v. Kal Kan Foods,
Inc., 1979 TTAB LEXIS 40, at *23 n.11 (no number in original) (specimen evidence
from the previously cited registrations are not evidence that the marks are in use
today or that such specimens have ever been used to the extent that they have made

an impression on the public). In this case, however, knowing that the registrations

5 July 5, 2024 Response to Office Action at TSDR 15, 36-49.
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for MERCURY CASH and MERCURY GLOBAL FINANCIAL SOLUTIONS have
been cancelled for failure to show continued use, we give these specimens of use
associated with these registrations little probative value to show diminished
commercial strength of the cited marks. This leaves only the specimen of use from
the MERCURY FUND registration and the current proof of use for MERCURY
CAPITAL ADVISORS, both for different services; this is insufficient evidence to show
that the term MERCURY is commercially weak either for the credit card services in
the cited registrations or for financial services in general.

In summary, there is some evidence to show that MERCURY is somewhat
suggestive in the broader financial sector, but insufficient evidence to demonstrate
commercial weakness even as to that sector. Nonetheless, a suggestive mark is
inherently distinctive and entitled to a normal scope of protection. See Dollar Fin.
Grp. v. Brittex Fin., Inc., 132 F.4th 1363, 1372 (Fed. Cir. 2025) (“[T]he fact that a
mark may be somewhat suggestive does not mean that it is a ‘weak’ mark entitled to
a limited scope of protection.”) (quoting In re Great Lakes Canning, No. 73365360,
1985 TTAB LEXIS 75, at *7). Moreover, even if we were to accept the possibility that
the cited marks are somewhat weak, even relatively weak marks are entitled to
protection against the registration by a subsequent user of an identical or near
1dentical mark for related services, as we have here. See China Healthways Inst., Inc.
v. Wang, 491 F.3d 1337, 1340 (Fed. Cir. 2007).

Finally, we acknowledge Applicant’s argument regarding the co-existence of the

MERCURY-formative marks on the Principal Register, which could indicate the
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possibility of co-existence should marks have at least “minimal differences” between
them. See Plus Prods. v. Natural Organics, Inc., 1979 TTAB LEXIS 85, at *21 (no
number in original) (“A third inference is that a number of different owners of
trademarks have believed, over a long interval of time, that various ‘PLUS’ marks
can be used and registered side by side without causing confusion or mistake provided
there are minimal differences between the marks.”), cited in Couch/Braunsdorf
Affinity, Inc. v. 12 Interactive, LLC, No. 92051006, 2014 TTAB LEXIS 95, at *58,
*60 (“It 1s clear from the third-party registrations that any addition to the word
‘Perks’ has been sufficient for the Patent and Trademark Office to view these marks
as being sufficiently different from petitioner’s registered marks, and from each other,
such as not to cause confusion.”). But the other registered MERCURY marks each
have distinguishing elements, such as other terms and designs, whereas Applicant’s
mark is solely MERCURY in standard characters.

The sixth DuPont factor is neutral.

F. Conclusion on Likelihood of Confusion

The first, second and third DuPont factors weigh strongly in favor of likelihood of
confusion, given the identity and substantial similarity of the marks, the relatedness
of the services and overlap in channels of trade and consumers. The fourth and sixth
factors are neutral. No factors weigh against likelihood of confusion. Accordingly, we

find Applicant’s mark MERCURY is likely to cause confusion with the marks

1
mercury

MERCURY and in Registration Nos. 6263572 and 6873587.
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Decision

The refusal to register application Serial No. 98103319 is affirmed under

Trademark Act Section 2(d).
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